
CHAPTER 55 

 

CAUSES RELATING TO INTELLECTUAL PROPERTY 

 

Application and interpretation of this Chapter 

 

55.1.-(1)  This Chapter applies to any cause- 

 

(a) under the Patents Act 1949;
a
 

(b) under the Registered Designs Act 1949
b
; 

(c) under the Defence Contracts Act 1958
c
; 

(d) under the Patents Act 1977 
d
; 

(e) under the Copyright, Designs and Patents Act 1988
e
; 

(f) under the Trade Marks Act 1994
f
; 

(g) under the Olympics Association Right (Infringement Proceedings) Regulations 1995
g
; 

or 

(h) for the determination of a question relating to a patent under the inherent jurisdiction 

of the court. 

(i) involving a claim for passing off. 

 

 (2)  In this Chapter- 

 

"the Act of 1949" means the Patents Act 1949; 

"the Act of 1977" means the Patents Act 1977; 

"the Comptroller" means the Comptroller-General of Patents, Designs and Trade Marks; 

"the Copyright Act of 1988" means the Copyright, Designs and  Patents Act 1988; 

"existing patent" means a patent mentioned in section 127(2)(a) or (c) of the Act of 1977; 

“intellectual property cause” means a cause to which this Chapter applies and, except where 

the context otherwise requires, “cause” means an intellectual property cause. 

“intellectual property judge” means a judge nominated as such in accordance with rule 55,2 

and, except where the context otherwise requires, “judge” means an intellectual property judge 

or such other judge before whom proceedings are brought in accordance with rule 55.2. 

"the Journal" means the journal published in accordance with rules  made under section 123(6) 

of the Act of 1977; 

"patent" means an existing patent or a patent under the Act of  1977; 

"patentee" has the meaning assigned to it in section 101(1) of the  Act of 1949. 

“preliminary hearing” means a hearing under rule 5.2E. 

“procedural hearing” means a hearing under rule 55.3. 

 

 

Proceedings before intellectual property judge 

 

55.2. All proceedings in the Outer House in a cause to which this Chapter applies shall be brought 

before a judge of the court nominated by the Lord President as the intellectual property judge or, where 

the intellectual property judge is not available, any other judge of the court (including the vacation 

judge). 

 

Requirement for marking 

 

55.2A In a cause to which this Chapter applies, initiated – 

                                                           

(a) 1949 c.87. 
(b) 1949 c.88. 
(c) 1958 c.38. 
(d) 1977 c.37. 
(e) 1988 c.48. 
(f) 1994 c.26. 
(g) S.I. 1995/3325 



 

(a) by summons, the pursuer shall, before presenting the summons to the General 

Department for signeting; 

(b) by petition, the petitioner shall, before lodging the petition in the Petition 

Department, 

 

mark it distinctly in red, both on the first page and on the backing, with the words “Intellectual Property 

Cause”;  and thereafter every step of process in the cause shall be so marked by the person lodging it. 

 

Disapplication of certain rules 

 

55.2B. –(1) The requirement in rule 4.1(4) for a step of process to be folded lengthwise does not apply 

in a cause to which this Chapter applies. 

 

 (2) An open record shall not be made up in, and Chapter 22 (making up and closing records) 

shall not apply to, an intellectual property cause initiated by summons unless otherwise ordered by a 

judge. 

 

 (3) The following rules shall not apply to an intellectual property cause –  

 

 rule 6.2 (fixing and allocation of diets in Outer House), 

 rule 14.8 (procedure where answers lodged), 

 rule 25.1(3) (form of counterclaim) 

 rule 25.2(1) (authority for diligence etc. on counterclaims), 

 rule 36.3 (lodging productions) 

 

Procedure in intellectual property causes 

 

55.2C. –(1) Subject to the other provisions of this Chapter, the procedure in an intellectual property 

cause shall be such as the judge shall order or direct. 

 

 (2) All proceedings in an intellectual property cause shall, in the Outer House, be heard and 

determined on such dates and at such times as shall be fixed by the judge. 

 

 (3) The fixing of a hearing for a specified date in an intellectual property cause shall not affect 

the right of any party to apply by motion at any time under these Rules. 

 

Pleadings in intellectual property causes 

 

55.2D – (1)In an intellectual property cause, the following paragraphs apply without prejudice to any 

specific requirements laid down elsewhere in this Chapter. 

 

 (2) A summons in such a cause shall –  

 

(a) specify, in the form of conclusions, the orders sought; 

(b) identify the parties to the action and the transaction or dispute from which the action 

arises; 

(c) specify any special capacity in which the pursuer is bringing the action or any special 

capacity in which the action is brought against the defender; 

(d) summarise the circumstances out of which the action arises;  and  

(e) set out the grounds on which the action proceeds. 

 

 (3) A petition in such a cause shall specify, in the prayer of the petition, the orders sought and 

shall provide the same information as is specified in paragraph (2)(b) to (e) of this rule in relation to a 

summons. 

 

 (4) Defences (to a summons) and answers (to a petition) shall be in the form of answers to the 

summons or petition (as the case may be) with any additional statement of facts or legal grounds on 

which the defender or respondent intends to rely. 



 

 (5) A party seeking to lodge a counterclaim or serve a third party notice shall apply by motion 

to do so. 

 

 (6) The judge shall, on a motion to lodge a counterclaim or to serve a third party notice, make 

such order and give such directions as he thinks fit with regard to –  

 

(a) the time within which a counterclaim may be lodged or a third party notice served and 

any answers lodged; 

(b) where the motion is made before the preliminary hearing, a date for the preliminary 

hearing if it is to be a date other than the date referred to in rule 55.2E(1). 

(c) any application for a warrant to use any form of diligence which would have been 

permitted under rule 14A.2 (application for interim diligence) had the warrant been 

sought in a summons in a separate action. 

 

(7) Paragraph (2) of this rule shall apply to the form of a counterclaim as it applies to a 

summons. 

 

(8) There shall be appended to any pleadings referred to in this rule a schedule listing the 

documents founded on or adopted as incorporated therein, which should also be lodged as an inventory 

of productions. 

 

Preliminary hearings 

 

55.2E –(1) An intellectual property cause shall call for a preliminary hearing within 14 days after 

defences or answers (as the case may be) have been lodged. 

 

 (2) At the preliminary hearing, the judge –  

 

(a) shall determine whether, to what extent and in what manner further specification of 

the claim and defences or answers should be provided; 

(b) may –  

(i) order a party to make detailed written pleadings, either generally or in 

relation to particular issues; 

(ii) order one or more parties to make a statement of facts, either generally or in 

relation to particular issues; 

(iii) allow a party to make an amendment to his pleadings; 

(iv) order disclosure of the identity of witnesses and the existence and nature of 

documents relating to the cause or authority to recover documents, either 

generally or in relation to specific matters; 

(v) order any party to lodge in process within a specified period documents 

constituting, evidencing or relating to the subject-matter of the cause or any 

invoices, correspondence or similar documents relating to it; 

(vi) order each party to lodge in process, and send to every other party, a list of 

witnesses; 

(vii) order any party to lodge in process reports of skilled persons or witness 

statements;   

(viii) order any party to lodge in process affidavits relating to any of the issues in 

the cause; 

(ix) except as provided for elsewhere in these Rules, order the cause to proceed 

to a hearing without any further preliminary procedure either in relation to 

the whole or any particular aspect of the cause; 

(c) may fix the period within which any order under subparagraph (b) shall be complied 

with;  

(d) may continue the preliminary hearing to a date to be appointed by him;  and  

(e) may make such other order as he thinks fit for the speedy determination of the cause. 

 

 (3) In an intellectual property cause the judge may ordain the pursuer to- 

 



(a) make up a record;  and  

(b) lodge that record in process within such period as he thinks fit. 

 

 (4) At the conclusion of the preliminary hearing, the judge shall, unless he has made an 

order under paragraph (2)(b)(ix) (order to proceed without a further hearing), fix a date for a procedural 

hearing to determine further procedure.   

 

 (5) The date fixed under paragraph (4) for a procedural hearing may be extended on 

cause shown by application to the court, by motion, not less than two days prior to the date fixed for the 

procedural hearing. 

 

Procedural hearings 

 

55.3 –(1) In an intellectual property cause, not less than  3 days, or such other period as may be 

prescribed by the judge at the preliminary hearing, before the date fixed under rule 55.2E(4) for the 

procedural hearing, each party shall lodge in process and send to every other party –  

 

(a) a written statement of his proposals for further procedure which shall state- 

(i) whether he seeks to have any issue of law or fact including validity, 

infringement, an application for amendment of a patent under section 75 of 

the Act of 1977, damages or other remedies sought) to be determined 

separately from any other issue; 

(ii) whether he seeks to have the cause appointed to debate or to have the cause 

sent to proof on the whole or any part of it; 

(iii)_ what the issues are which he considers should be sent to debate or proof;  

and  

(iv) the estimated duration of any debate or proof; 

(b) where it is sought to have the cause appointed to proof, a list of the witnesses which 

the party proposes to cite or call to give evidence, identifying the matters to which 

each witness will speak; 

(c) where it is sought to have the cause appointed to proof, the reports of any skilled 

persons he proposes to call to give evidence; 

(d) where it is sought to have the cause appointed to debate, a note of argument 

consisting of concise numbered paragraphs stating the legal propositions on which it 

is proposed to submit that any preliminary plea should be sustained or repelled, with 

reference to the principal authorities and statutory provisions to be founded on;  and 

(e) where it is sought to have any particular order made at a procedural hearing, a note 

giving written intimation of the order sought and the reason for seeking it. 

 

(2) At the procedural hearing, the judge- 

 

(a) shall determine whether to direct that any issue of law or fact (including validity, 

infringement, an application for amendment of a patent under section 75 of the Act of 

1977, damages or other remedies sought) should be determined separately from any 

other issue; 

(b) shall determine whether the cause should be appointed to debate or to proof on the 

whole or any part of it; 

(c) shall determine whether to remit to the Patent Office for a Report and what the terms 

of the remit should be; 

(d) where the cause is appointed to debate, or is sent to proof, may order that written 

arguments on any question of law should be submitted;  

(e) where the cause is sent to proof, may determine whether evidence at the proof should 

be by oral evidence, the production of documents or affidavits on any issue; 

(f) where the cause is sent to proof, may direct that parties serve on one another and 

lodge in process signed witness statements or affidavits from each witness whose 

evidence they intend to adduce, setting out in full the evidence which it is intended to 

take from that witness, and fix a timetable for the service (whether by exchange or 

otherwise) and lodging of such statements or affidavits as may be thought necessary; 



(g) may direct that such witness statements or affidavits shall stand as evidence in chief 

of the witness concerned, subject to such further questioning in chief as the judge may 

allow; 

(h) where the cause is sent to proof, may appoint parties to be heard By Order at a date 

prior to the proof date; 

(i) may make an order regulating the making of any experiment, inspection, test or 

report; 

(j) may make an order restricting the number or disciplines of expert witnesses to be 

called by each party; 

(k) may direct that skilled persons should meet with a view to reaching agreement and 

identifying areas of disagreement, and may order them thereafter to produce a joint 

note, to be lodged in process by one of the parties, identifying areas of agreement and 

disagreement, and the basis of any disagreement; 

(l) may determine, in the light of any witness statements, affidavits or reports produced, 

that proof is unnecessary on any issue; 

(m) without prejudice to Chapter 12 (assessors), may appoint an expert to examine, on 

behalf of the court, any reports of skilled persons or other evidence submitted and to 

report to the court within such period as the judge may specify; 

(n) may remit an issue to a person of skill appointed by the court; 

(o) may fix a date by which, notwithstanding rule 36.3 (lodging productions for proofs) 

any documents intended to be relied on by a party shall be lodged in process or, if 

more appropriate, be intimated to all other parties with a view to those documents 

being lodged in process as part of an agreed bundle of documents; 

(p) may make an order for parties to produce a joint bundle of productions arranged in 

chronological order or such other order as will assist in the efficient conduct of the 

proof; 

(q) may fix a date by which a notice under rule 55.4 (notice to admit and notices of non-

admission) shall be served; 

(r) where the cause is sent to proof, may make an order fixing the time allowed for the 

examination and cross-examination of witnesses;   

(s) may, on the motion of a party, direct the cause to be determined on the basis of 

written submissions, or such other material, without any oral hearing; 

(t) may continue the procedural hearing to a date to be appointed by the judge; 

(u) may order and fix a date for a further procedural hearing or fix a date for the hearing 

of any debate or proof;  and 

(v) may make such other order as the judge thinks fit. 

 

(3) Chapter 28 (procedure roll) shall apply to a debate ordered in an intellectual property cause 

under this rule as it applies to a cause appointed to the Procedure Roll. 

 

Pre-proof By Order 

 

55.3A. Not less than two days prior to any hearing appointed under rule 55.3(2)(h) parties shall lodge in 

process an estimated timetable for the conduct of the proof together with a note of any issues which are 

to be addressed prior to the proof. 

 

Notices to admit and notices of non-admission 

 

55.4.-(1)  In an intellectual property cause, at any time after defences or answers have been lodged but 

not later than such date as has been fixed by the court at a procedural hearing, a party may intimate to 

any other party to the cause a notice or notices calling on him to admit for the purposes of that cause 

only- 

 

(a) such facts relating to an issue averred in the pleadings as may be specified in the 

notice; 

(b) that a particular document lodged in process and specified in the notice is- 

(i) an original and properly authenticated document; 

(ii) a true copy of an original and properly authenticated document; or 

(iii) correct in the particular respects specified in the notice. 



 

 (2)  Where a party on whom a notice has been served under paragraph (1)- 

 

(a) does not admit any of the facts specified in the notice, or 

(b) does not admit, or seeks to challenge, the authenticity or correctness of any document 

specified in the notice, 

 

he shall, within 28 days after the date of intimation of the notice under paragraph (1), intimate a notice 

of non-admission to the party intimating the notice to him under paragraph (1) stating that he does not 

admit the fact or document specified. 

 

 (3)  A party who fails to serve a notice of non-admission under paragraph (2) shall be deemed 

to have admitted the matters specified in the notice intimated to him under paragraph (1); and such 

matters may be used in evidence at a proof if otherwise admissible in evidence unless the court, on 

special cause shown, otherwise directs. 

 

 (4)  A party who fails to intimate a notice of non-admission under paragraph (2) within 28 days 

after the notice to admit intimated to him under paragraph (1) shall be liable to the party intimating the 

notice to admit for the expenses of proving the matters specified in that notice unless the court 

otherwise directs. 

 

 (5)  The party intimating a notice under paragraph (1) or (2) shall lodge a copy of it in process. 

 

 (6)  A deemed admission under paragraph (3) shall not be used against the party by whom it 

was deemed to be made other than in the cause for the purpose of which it was deemed to be made or in 

favour of any person other than the party by whom the notice was given under paragraph (1). 

 

 (7)  The court may, at any time, allow a party to amend or withdraw an admission made by him 

on such conditions, if any, as it thinks fit. 

 

Applications for leave to amend specifications 

 

55.5.-(1)  A patentee or the proprietor of a patent intending to apply to the court under section 30 of the 

Act of 1949 or section 75 of the Act of 1977 (which provide for leave to amend specification) shall give 

notice of his intention to the Comptroller and at the same time deliver to him a form of advertisement- 

 

(a) identifying the proceedings depending before the court in which it is intended to 

apply for such leave; 

(b) giving particulars of the amendment sought; 

(c) stating the address of the applicant for service within the United Kingdom; and 

(d) stating that any person intending to oppose the amendment who is not a party to the 

proceedings must, within 28 days after the appearance of the advertisement, give 

written notice of that intention to the applicant and to the Deputy Principal Clerk. 

 

 (2)  On receipt of a form of advertisement under paragraph (1), the Comptroller shall cause the 

advertisement to be inserted once in the Journal. 

 

 (3)  A person who gives notice of intention to oppose the amendment in accordance with the 

advertisement shall be entitled to be heard on the application subject to any order of the court as to 

expenses. 

 

 (4)  Within 35 days after the appearance of the advertisement, the applicant shall make his 

application under section 30 of the Act of 1949 or section 75 of the Act of 1977, as the case may be, by 

motion intimated, with a copy of the specification certified by the Comptroller and showing in coloured 

ink the amendment sought, to- 

 

(a) the Comptroller; 

(b) every other party; and 

(c) any person who has intimated his intention to oppose the amendment. 



 

 (5)  On enrolling a motion under paragraph (4), the applicant shall lodge in process- 

 

(a) a copy of the Journal containing the advertisement referred to in paragraph (2); or 

(b) a certificate of publication by the publisher stating the date of publication and the text 

of the advertisement. 

 

 (6)  At the hearing of a motion under paragraph (4)- 

 

(a) where there is no opposition to the amendment sought, the court may- 

(i) grant the application; or 

(ii) make such order for further procedure as it thinks fit; or 

(b) where there is opposition to the amendment sought, the court shall ordain the 

applicant to lodge a minute setting out the grounds of his application within such 

period as the court thinks fit, and allow any party or person opposing the amendment 

to lodge answers to the minute in process within a specified period. 

 

 (7)  Within 7 days after the expiry of the time for lodging answers under paragraph (6)(b), the 

applicant shall apply by motion for an order for further procedure. 

 

 (8)  On a motion under paragraph (7), the court may- 

 

(a) grant the application; 

(b) determine whether the motion shall be heard at the same time as the hearing of the 

cause depending before the court relating to the patent in question or at a different 

time; 

(c) determine the manner in which evidence shall be given and, if the evidence is to be 

given by affidavit, the period within which affidavits must be lodged; or 

(d) make such other order for further procedure as it thinks fit. 

 

 (9)  Where the court allows the specification to be amended, the applicant shall forthwith- 

 

(a) lodge with the Comptroller a certified copy of the interlocutor; and 

(b) if so required by the court or the Comptroller, leave at the Patent Office a new 

specification and drawings as amended, prepared in compliance with the Act of 1949 

or the Act of 1977, as the case may be, and any rules made under either of those Acts. 

 

 (10)  On receiving the certified copy interlocutor under paragraph (9), the Comptroller shall 

cause it to be inserted at least once in the Journal. 

 

Hearings for further procedure 

 

55.5A At any time before final judgment, the intellectual property judge may, at his own instance or on 

the motion of any party, have an intellectual property cause put out for hearing for further procedure;  

and the intellectual property judge may make such order as he thinks fit. 

 

Failure to comply with rule or order of intellectual property judge 

 

55.5B. Any failure by a party to comply timeously with a provision in these Rules or any order made by 

the intellectual property judge in an intellectual property cause shall entitle the judge, at his own 

instance –  

 

(a) to refuse to extend any period for compliance with a provision in these Rules or an 

order of the court; 

(b) to dismiss the cause or counterclaim, as the case may be, in whole or in part; 

(c) to grant decree in respect of all or any of the orders sought;  or 

(d) to make an award of expenses, 

 

as he thinks fit.   



 

Applications for revocation of patents 

 

55.6.-(1)  Subject to paragraph (2), an application under section 72 of the Act of 1977
a
 (revocation of a 

patent) shall be made by petition. 

 

 (2)  Where a cause is depending before the court between the same parties in relation to the 

patent in question, such an application may be made by counterclaim in that cause in accordance with 

rule 55.2D (pleadings in intellectual property causes). 

 

Proceedings for infringement 

 

55.7.-(1)  In any cause in which it is alleged that a patent has been infringed, the person alleging 

infringement must aver in the petition or summons, as the case may be, particulars of the infringement 

relied on, showing which of the claims in the specification of the patent are alleged to have been 

infringed and giving at least one instance of each type of infringement alleged. 

 

 (2)  Where, as a defence to such an allegation, it is averred that- 

 

(a) at the time of the infringement there was in force a contract or licence relating to the 

patent made by or with the consent of the person alleging the infringement, and 

(b) containing a condition or term void by virtue of section 44 of the Act of 1977, 

 

the person stating that defence must aver particulars of the date of, and the parties to, each such contract 

or licence and particulars of each such condition or term. 

 

Objections to validity of patent 

 

55.8.-(1)  A person who- 

 

(a) brings an action under section 32 of the Act of 1949
b
 or presents a petition under 

section 72 of the Act of 1977 for revocation of a patent, or 

(b) being a party to an action relating to a patent- 

(i) challenges the validity of the patent, or 

(ii) applies by counterclaim in the action for revocation of the patent, 

shall aver the grounds on which the validity of the patent is challenged. 

 

 (2)  Where the grounds in respect of which averments are required under paragraph (1) 

include- 

 

(a) want of novelty, or 

(b) want of any inventive step, the averments shall include the matters mentioned in 

paragraph (3) 

 

 (3)  The matters referred to in paragraph (2) are- 

 

(a) the manner, time and place of every prior publication or use relied on; and 

(b) where prior use is alleged- 

(i) specification of the name of every person alleged to have made such use; 

(ii) an averment as to whether such use is alleged to have continued until the 

priority date of the claim in question or of the invention, as the case may be, 

and, if not, the earliest and latest date on which such use is alleged to have 

taken place; 

                                                           

(a) Section 72 was amended by the Copyright Act of 1988 (c.48), Schedule 5, paragraph 8 and 
Schedule 8 
(b) Section 32 of the Act of 1949 was amended by the Act of 1977 (c.37), section 127 and Schedule 1, 
paragraph 6 and Schedule 6 



(iii)  a description accompanied, if necessary, by drawings sufficient to identify 

such use; and 

(iv) if such use relates to machinery or apparatus, an averment as to  whether the 

machinery or apparatus is in existence and where it can be inspected. 

 

 (4)  Where, in the case of an existing patent- 

 

(a) one of the grounds on which the validity of the patent is challenged is that the 

invention, so far as claimed in any claim of the complete specification, is not useful, 

and 

(b) it is intended, in connection with that ground, to rely on the fact that an example of 

the invention which is the subject of any such claim cannot be made to work, either at 

all or as described in the specification, 

 

the averments shall specify that fact and identify each such claim and shall include particulars of each 

such example, specifying the respects in which it is alleged that it does not work or does not work as 

described. 

 

Determination of question or application where Comptroller declines to deal with it 

 

55.9. Where the Comptroller- 

 

(a) declines to deal with a question under the following sections of the Act of 1977:- 

(i) section 8 (entitlement to patents etc.), 

(ii) section 12 (entitlement to foreign and convention patents), 

(iii) section 37
a
 (right to patent after grant), or 

(iv) section 61(3) (infringement of patent), 

(b) declines to deal with an application under section 40 of that Act (compensation of 

employees for certain inventions), or 

(c)  issues a certificate under section 72(7) of that Act (revocation of patent should be 

determined by the court), 

 

any person entitled to do so may, within 28 days after the decision of the Comptroller, apply by petition 

to have the question or application, as the case may be, determined by the court. 

 

Applications by employees for compensation under section 40 of the Act of 1977 

 

55.10.-(1)  An application under section 40(1) or (2) of the Act of 1977 (compensation of employees 

for certain inventions) shall be made by summons commenced within the period which begins when the 

relevant patent is granted and which expires one year after it has ceased to have effect. 

 

 (2)  Where a patent has ceased to have effect by reason of a failure to pay any renewal fee 

within the period prescribed for the payment of that fee and an application is made to the Comptroller 

under section 28 of the Act of 1977
b
 (restoration of lapsed patent), the period within which the 

application by summons is to be made shall- 

 

(a) if restoration is ordered, continue as if the patent has remained continuously in effect; 

or 

(b) if restoration is refused, be treated as if expiring one year after the patent ceased to 

have effect or 6 months after the refusal, whichever is the later. 

 

Proceedings for determination of certain disputes 

 

55.11. A reference or application under any of the following provisions shall be made by petition:- 

                                                           

(a) Section 37 of the Act of 1977 was amended by the Copyright Act of 1988 (c.48), Schedule 5, 
paragraph 9 
(b) Section 28 of the Act of 1977 was amended by the Copyright Act of 1988 (c.48), Schedule 5, 
paragraph 6 and Schedule 8 



 

(a) a reference under- 

(i) section 48 of the Act of 1949 or section 58
a
 of the Act of 1977 (which 

provide for disputes as to Crown use); 

(ii) paragraph 3 of Schedule 1 to the Registered Designs Act 1949
b
 (disputes as 

to Crown use); 

(iii) section 4 of the Defence Contracts Act 1958
c
 (payments for use and 

determination of disputes); 

(iv) section 251(1) (design right matters), or section 252(1) (disputes as to 

Crown use), of the Act of 1988
d
; and 

(b) an application under section 45(3) of the Act of 1977 (variation of certain contracts). 

 

Applications for rectification of Register of Designs or Patents 

 

55.12.- (1)  Subject to paragraph (2), an application under section 20(1) of the Registered Designs Act 

1949 (rectification of Register of Designs) or section 34(1) of the Act of 1977 (rectification of Register 

of Patents) shall be made by petition. 

 

 (2)  Where a cause for infringement of a patent is depending before the court, an application 

mentioned in paragraph (1) may be made by counterclaim in that cause in accordance with rule 55.2D 

(pleadings in intellectual property causes). 

 

 (3)  In an application under section 34(1) of the Act of 1977, the applicant shall intimate the 

application to the Comptroller, who may lodge answers in process and be heard on the application. 

 

Counterclaim for rectification of Register of Designs 

 

55.13.- (1)  Where, in any cause, an infringement of a registered design is alleged, the party against 

whom the allegation is made may- 

 

(a) put in issue the validity of the registration of that design; 

(b) counterclaim for an order that the Register of Designs be rectified by cancelling or 

varying the registration; or 

(c) put in issue such validity and make such a counterclaim. 

 

 (2)  A party to any such cause who counterclaims for an order that the Register of Designs be 

rectified shall intimate to the Comptroller a copy of the counterclaim; and the Comptroller may, or (if 

ordered to do so by the court) shall, lodge answers in process and be heard in any such cause. 

 

 (3)  Such a counterclaim shall be made in accordance with rule 55.2D (pleadings in intellectual 

property causes). 

 

Appeals and references from Comptroller 

 

55.14.- (1)  Subject to the following paragraphs of this rule, an appeal under the Act of 1949, the Act of 

1977 or the Copyright Act of 1988 from a decision of, or a reference under the Copyright Act of 1988 

from, the Comptroller shall be heard in the Outer House by the intellectual property judge. 

 

 (2)  In the application of Part III of Chapter 41 (appeals in Form 41.25
e
) by virtue of rule 

41.51
f
 (appeals to Lord Ordinary) to an appeal or a reference under paragraph (1) of this rule- 

                                                           

(a) Section 58 was amended by the Copyright Act of 1988, Schedule 5, paragraph 16 
(b) 1949 c.88;  paragraph 3 of Schedule 1 was amended by the Copyright Act of 1988 (c.48), 
Schedule 3, paragraph 37(3) and Schedule 8.  The text of the Registered Designs Act 1949 as amended 
is set out in Schedule 4 to the Copyright Act of 1988. 
(c) 1958 c.38 
(d) 1988 c.48. 
(e) In respect of appeals lodged before 27th September 2011, “41.25” should be read as “41.19”. 
(f) In respect of appeals lodged before 27

th
 September 2011, “41.51” should be read as “41.43”. 



 

(a)  for references to the Inner House there shall be substituted references to the 

intellectual property judge; and 

(b) the following paragraphs of this rule shall apply. 

 

 (3)  Subject to paragraph (4), an appeal or a reference shall be lodged in the General 

Department- 

 

(a) in the case of a decision on a matter of procedure, within 14 days after the date of the 

decision appealed against; and 

(b) in any other case, within 6 weeks after the date of the decision appealed against or the 

decision referring the proceedings to the court, as the case may be. 

 

 (4)  Except with the leave of the court, no appeal or reference under this rule shall be 

entertained unless it has been lodged within the period specified in paragraph (3) or within such further 

period as the Comptroller may allow on an application made to him before the expiry of that period. 

 

 (5)  Any determination by the Comptroller that a decision is on a matter of procedure shall be 

treated as being itself a decision on a matter of procedure. 

 

 (6)  In the application of paragraph (1) of rule 41.27
a
 (orders for service and answers), the 

order under that paragraph shall include a requirement to- 

 

(a) intimate the appeal to the Comptroller; and 

(b) serve the appeal on every other party to the proceedings before the Comptroller. 

 

 (7)  On receiving intimation of the appeal, the Comptroller shall forthwith transmit to the 

Deputy Principal Clerk all the papers relating to the matter which is the subject of the appeal. 

 

 (8)  A respondent who, not having appealed from the decision of the Comptroller, wishes to 

contend at the hearing of the appeal that the decision or the grounds of the decision should be varied 

shall- 

 

(a) specify the grounds of that contention in his answers; and 

(b) intimate those answers to the Comptroller and to every other party to the proceedings 

before the Comptroller. 

 

 (9)  Intimation of the date of the hearing of the appeal shall be made to the Comptroller by the 

appellant not less than 7 days before that date, unless the court otherwise directs. 

 

 (10)  An appeal under this rule shall be a re-hearing and the evidence led on appeal shall be the 

same as that led before the Comptroller; and, except with the leave of the court, no further evidence 

shall be led. 

 

Intimation to Comptroller of reclaiming motion 

 

55.15. The marking of a reclaiming motion from a decision of the intellectual property judge on an 

appeal from a decision of the Comptroller shall be intimated by the reclaimer to the Comptroller as well 

as to the other parties to the appeal. 

 

Communication of information to European Patent Office 

 

55.16.- (1)  The court may authorise the communication to the European Patent Office or the competent 

authority of any country which is a party to the European Patent Convention
b
 of any such information in 

the records of the court as the court thinks fit. 

 

                                                           

(a) In respect of appeals lodged before 27th September 2011, “41.27” should be read as “41.21". 
(b) Cmnd. 8510 (1982) 



 (2)  An application for such information shall be made by letter addressed to the Deputy 

Principal Clerk. 

 

 (3)  Before complying with an application for the disclosure of information under 

paragraph (1), any person appearing to be affected by the application shall be given the opportunity of 

making representations to the intellectual property judge in chambers on the question whether the 

information should be disclosed; and the decision of the intellectual property judge shall be final and 

not subject to review. 

 

 (4)  In this rule, "the European Patent Convention" has the meaning assigned in section 130(1) 

and (6) of the Act of 1977
a
. 

 

Intimation and service of certain statutory applications for orders for disposal of infringing 

matter 

 

55.17. An application under section 114, 204 or 231 of the Copyright Act of 1988 (which provide for 

orders for disposal in respect of infringement of copyright, rights in performances and design rights), 

section 19 of the Trade Marks Act 1994
b
 (order as to disposal of infringing goods, material or articles) 

or regulation 5 of the Olympics Association Right (Infringement Proceedings) Regulations 1995 (order 

as to disposal of infringing goods, material or articles etc.), shall be made- 

 

(a) in a cause depending before the court, by motion; or 

(b) where there is no depending cause, by petition; and 

 

the application shall intimate the motion to, or serve the petition on, as the case may be, all persons, so 

far as known to the applicant or reasonably ascertainable, having an interest in the copy, article, 

recording or other thing which is the subject of the application, including any person in whose favour an 

order could be made in respect of the copy, article, recording or other thing under any of the said 

sections of the Copyright Act of 1988, section 19 of the said Act of 1994 or regulation 5 of the said 

Regulations. 

 

Applications for leave to proceed 

 

55.18.- (1)  Where leave of the court is required under the Copyright Act of 1988 before an action may 

proceed, the pursuer shall apply by motion for leave to proceed before the summons is signetted. 

 

 (2)  A motion under paragraph (1) shall be heard in chambers. 

 

 (3)  Where such leave is granted, a copy of the interlocutor allowing leave shall be attached to 

the copy of the summons served on the defender. 

 

Appeals and references under the Trade Marks Act 1994 

 

55.19.-(1)  Subject to the following paragraphs of this rule, an appeal or reference under section 76 of 

the Trade  Marks Act 1994 (appeal from registrar or reference from appointed person) shall be heard in 

the Outer House by the intellectual property judge. 

 

 (2)  In the application of Part III of Chapter 41 (appeals in Form 41.25
c
) by virtue of 

rule 41.51
d
 (appeals to Lord Ordinary) to an appeal or reference under paragraph (1) of this rule- 

 

(a) for references to the Inner House there shall be substituted references to the 

intellectual property judge;  and 

(b) the following paragraphs of this rule shall apply. 

 

                                                           

(a) 1977 c.37. 
(b) 1994 c.26. 
(c) In respect of appeals lodged before 27th September 2011, “41.25” should be read as “41.19”. 
(d) In respect of appeals lodged before 27th September 2011, “41.51” should be read as “41.43”. 



 (3)  Subject to paragraph (4), an appeal or reference shall be lodged in the General 

Department – 

 

(a) in the case of a decision on a matter of procedure, within 14 days after the date of the 

decision appealed against;  and 

(b) in any other case, within 6 weeks after the date of the decision appealed against or the 

decision referring the proceedings to the court, as the case may be. 

 

 (4)  Except with the leave of the court, no appeal or reference under this rule shall be 

entertained unless it has been lodged within the period specified in paragraph (3) or within such further 

period as the Comptroller may allow on an application made to him before the expiry of that period. 

 

 (5)  Any determination by the Comptroller that a decision is on a matter of procedure shall be 

treated as being itself a decision on a matter of procedure. 

 

 (6)  In the application of paragraph (1) of rule 41.27
a
 (orders for service and answers), the 

order under that paragraph shall include a requirement to- 

 

(a) intimate the appeal to the Comptroller; and 

(b) serve the appeal on every other party to the proceedings before the Comptroller. 

 

 (7)  On receiving intimation of the appeal, the Comptroller shall forthwith transmit to the 

Deputy Principal Clerk all the papers relating to the matter which is the subject of the appeal. 

 

 (8)  A respondent who, not having appealed from the decision of the Comptroller, wishes to 

contend at the hearing of the appeal that the decision or the grounds of the decision should be varied 

shall- 

 

(a) specify the grounds of that contention in his answers;  and 

(b) intimate those answers to the Comptroller and to every other party to the proceedings 

before the Comptroller. 

 

 (9)  Intimation of the date of the hearing of the appeal shall be made to the Comptroller by the 

appellant not less than 7 days before that date, unless the court otherwise directs. 

 

 (10)  An appeal under this rule shall be a re-hearing and the evidence led on appeal shall be the 

same as that led before the Comptroller; and, except with the leave of the court, no further evidence 

shall be led. 

 

                                                           

(a) In respect of appeals lodged before 27
th

 September 2011, “41.27” should be read as “41.21”. 


